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earned patent term adjustment. See 37 CFR 1 .704(b). 
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1)^ Responsive to communication(s) filed on 24 February 2006 . 
2a)[3 This action is FINAL. 2b)D This action is non-final- 

s' Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 
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10) 0 The drawing(s) filed ox A^Dh is/are: a)p^ accepted or b)D objected to by the Examiner. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

1. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Response to Arguments 
Claim Rejections - 35 USC § 103 

2. Claims 1-2 and 4-7 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mendelsohn et al. in view of Sells et al. for the reasons of record. 

3. Applicant's arguments filed 2-24-06 have been fully considered but they are not 
persuasive. Applicants traverse the instant rejection on the grounds that: 

First, Sells et al. does not suggest or provide any one of the specific steps a) to c) of the 
method claimed. Sells et al. does not relate to the field of vascular diseases or methods of 
identifying agents that would be useful for treating vascular diseases. In fact, the document 
relates to the field of tumor biology, in particular the document concerns elucidating the role of 
Egr-I in melanoma cells. 

Second, Sells et al. does not relate to any methods of selecting compounds. Sells does 
not even provide methods of selecting compounds useful for inhibiting tumor cells. Further, the 
document does not suggest utilizing Egr-I to select for compounds that can inhibit cell 
proliferation. Sells et al. is not relevant to the particular field. 

Third, Mendelsohn et al. teaches vasoprotective agents that activate estrogen responsive 
genes in vascular cells. Mendelsohn also teaches vasoprotective agents that inhibit vascular 
smooth muscle cell activation and/or proliferation or enhance vascular endothelial cell activation 
and/or proliferation. 

Moreover, Applicants argued, "[A] person skilled in the art would have known that 
vascular cells cannot be expected to behave the same as tumor cells. In particular, tumor cells 
are understood to be abnormal cells characterized by uncontrollable growth properties. 
Accordingly, there is no certainty that results from the proliferation of tumor cells would be 
expected to apply to other types of normal cells." 

In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F. 2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 



1986). 
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Contrary to Applicant's assertions, it is noted that Sells et al. was cited by the 
Examiner to provide evidence that the ordinary skilled artisan would have had 
knowledge of the potential role of Egr-1 in the regulation of cellular proliferation. 
Additionally, Sells et al. provides clear suggestion and motivation for using an inhibitor 
of Egr-1 to elucidate the role of Egr-1 in the regulation of cellular proliferation. 

The examiner agrees that the following statement was made in the prior Office 

Action: u [M]endelsohnn et al. does not explicitly describe a method of screening for 

compounds that inhibit proliferation of cells selected from vascular smooth muscle cells 

or endothelial cells, wherein the method specifically comprises determining the ability of 

a putative compound to inhibit induction of egr-1." In response to this statement 

Applicants argues that: 

" The Examiner recognizes that Mendelsohn et al does not suggest assessing the ability 
of a putative compound to inhibit induction of Egr-I, decrease expression of Egr-I or decrease the 
nuclear accumulation or activity of the Egr-I gene product. Therefore, it is clear that step a) of the 
method of the invention is not contemplated by Mendelsohn et al." 

However, contrary to Applicant's assertions, that was not the intended conclusion 
that the examiner intended to convey by this statement. The statement was made to 
convey the fact that the Mendelsohnn et al. generically describes a method for 
identifying vasoprotective agents, which inhibit vascular smooth muscle activation 
and/or proliferation, and further wherein this reference describes a plurality of potential 
vassoprotective agents, wherein one among many targets described in this reference 
includes Egr-1. Mendelsohnn et al. clearly provides motivation and suggestion for 
testing the ability of candidate inhibitors of Egr-1 to function as a vasoprotective agent 
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within the scope and context of the methods of Mendelsohnn et al., wherein the 
methods involve screening methods that can be used to identify vasoprotective agents. 

The teachings of Sells et al. were cited to provide evidence of the knowledge of 
inhibitors of Egr-1 in the art, and their potential role in the regulation of cellular 
proliferation. Although Applicants emphasize the fact that the inhibitors of Egr-1 
described in Sells et al. were not used to treat normal cells, but were used to treat 
melanoma cells, it is clear that Sells et al. provide evidence of the ability of their 
compounds to inhibit Egr-1 expression, and further suggests to the ordinary skilled 
artisan that these compounds play a potential role in controlling cellular proliferation. 

Moreover, in response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning (see page 7, lines 5-9), it must 
be recognized that any judgment on obviousness is in a sense necessarily a 
reconstruction based upon hindsight reasoning. But so long as it takes into account 
only knowledge which was within the level of ordinary skill at the time the claimed 
invention was made, and does not include knowledge gleaned only from the applicant's 
disclosure, such a reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 
USPQ 209 (CCPA1971). 

It must be emphasized that arguments of counsel alone cannot take the place of 
evidence in the record once an examiner has advanced a reasonable basis for 
questioning the disclosure. (See In re Budnick, 537 F.2d at 538, 190 USPQ at 424) 
Contrary to Applicant's assertions, absent evidence to the contrary, one of ordinary skill 
in the art at the time of filing of the instant application seeking alternative means for 
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identifying potential vasoprotective agents, and in view of the teachings of Mendelsohnn 
et al., would have been motivated to test inhibitors of Egr-1 expression as candidate 
vasoprotective agents. Moreover, it would have been obvious to one or ordinary skill in 
the art at the time of the instant invention to combine the teachings of Mendelsohn et al. 
with the teachings of Sells et al. in the design of the instant invention which comprises 
an additional step of testing the ability of the putative Egr-1 inhibitor to inhibit the 
proliferation of cells. One of ordinary skill in the art would have been motivated to make 
this modification since it is clear that the prior art teaches the function of Egr-1 in the 
regulation of cell proliferation as per the teaching of Sells et al., and further teaches that 
inhibitors of Egr-1 function to inhibit cellular proliferation. 
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4. Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Janet L. Epps-Ford whose telephone number is 571- 

272-0757. The examiner can normally be reached on M-F, 9:30 AM through 6:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Dave T. Nguyen can be reached on 517-272-0731. The fax phone number 

for the organization where this application or proceeding is assigned is 571-273-8300. 

Patent applicants with problems or questions regarding electronic images that can be viewed in the 
Patent Application Information Retrieval system (PAIR) can now contact the USPTO's Patent Electronic 
Business Center (Patent EBC) for assistance. Representatives are available to answer your questions 
daily from 6 am to midnight (EST). The toll free number is (866) 217-9197. When calling please have your 
application serial or patent number, the type of document you are having an image problem with, the 
number of pages and the specific nature of the problem. The Patent Electronic Business Center will 
notify applicants of the resolution of the problem within 5-7 business days. Applicants can also check 
PAIR to confirm that the problem has been corrected. The USPTO's Patent Electronic Business Center is 
a complete service center supporting all patent business on the Internet. The USPTO's PAIR system 
provides Internet-based access to patent application status and history information. It also enables 
applicants to view the scanned images of their own application file folder(s) as well as general patent 
information available to the public. 

For all other customer support, please call the USPTO Call Center (UCC) at 800- 
786-9199. 
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